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STAiUSOF HiK CLAIMS 

Claim* 1 . 14-1 7, 2 1 -32 and 36 ore pending in ihss application. 
Claims 21-30 are withdrawn from consideration. 

Claims K 144 7. 31. 32 and 36 arc rejected and are the subject of thih appeal. 
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01 ARGUMENTS 

A. The rejeciion of claim 36 under 35 US.C. 102(e.) as being anticipated by Takaoo 
et aL U.S. Patent No. 6,434.580 CTakautr') h in error and should be j-e versed 

The Examiner argue;.; that since, in certain embodiments, {he client computer and 
the applicant computer can be on the same machine (i.e. they are "virtual machines") and that the 
intermediary server and the recipient server can be on the same machine (i.e. that they also can 
be "virtual machines'*), thai only two computers are disclosed. However, this is not the case. 
There Is no distinction between a virtual machine and a "real" machine, and Applicant's claim 
still calls for a particular arrangement of four computers, while Takano only contemplates 
arrangements of two or three computers. More particularly, as noted previously Takano teaches 
a system whereby a patent application is prepared, on-line (e.g. over the Internet), for a client 
(e.g. patent, applicant). After the application is prepared, it is downloaded to the client's 
computer. After verification by the client/applicant: it is transmitted to the USPTO. ThercJoic, 
Takano teaches a conventional network where one computer speaks directly to another, without 
the intermediaries of Appellant's claimed embodiment. 

To decide otherwise is to read limitations out of Applicant's claim. First, even if 
the client computer and the applicant computer are virtual machines on a single hardware 
computer, the Examiner must show a single computer having two such virtual machines in order 
to meet the first two limitations of claim 36, Furthermore, even if the intermediary server and 
the recipient server are virtual machines on a single hardware server, the Examiner mush show a 
single server having two such virtual machines interacting with the client, computer and the 
applicant computer as recited in the claim. 

In summary, even if the Examiner uses "broadest reasonable interpretation" to 
reduce the number of physical computers recited in claim 36, he still must show that Takano has 
the four computers (client computer, applicant computer, intermediary server and recipient 
server), either real or virtual arranged as claimed in order to sustain a rejection under 35 U.S.C. 
102(e), The Examiner has foiled to do so. 

The Examiner again relies on Fig. 1 5 of Takano to support his rejection. As seen 
below. Takano does not snake use of a system of four computers (real or virtual) where the 
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communis alio- 1 is chained (applicant computer - client computer - intermediary computer - 
reciplent computer) as set forth in the claim. Instead, with Takano. the client computer 
downloads a paten! application from a first .server and then transmits it to the USl'TO. This ts 
clearly does not meet the limitations of claim 36. 

The Examiner argues that Takano* s "Figure 15, item 100" can correspond to an 
^awiieant computer', that Taiauio^ 'Tie. 15. hem 200". am correspond to a ^client computer", 
and thai Takano 5 s "Figure 1.5, item 300 n can correspond to an 'Intermediary server." However, 
this is not the case. With Takano, hem 300 would correspond to the "receiving agency 
computer" not an ''intermediary server ' and items 100 and 200 communicated directly with item 
300. .Sec for example, Takano fit/. 15, comma I?, line 3/ - column 17, line 33. 

Therefore, Takano does not teach the elements of an applicant computer - client 
computer - intermediary computer -™ recipient computer arranged such they communicate in a 
chained maimer. Furthermore. Takaiw does nut teach the limitation that the recipient computer 
communicates with the intermediary server as if it were comm.tmicati.ng directly with the 
applicant computer (/>. the "recipient computes" - e.g. the Patent Office 300 -- communicates 
directly with the "applicant computer 5 - - e.g. a patent applicant 1.00 -- in Takano). Appellant's 
Intermediary computer is completely missing horn Takano's disclosure. Therefore, Takano 
does not teach all of the elements of the claim and does not arrange the elements as recited in the 
claim. Appellants respectfully request that the rejection of claim 36 under 35 U.S.C. 1 02(e) he 
reversed. 
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As noted previously, Uie claimed intermediary web server {which is entirely 
missing from die cited arO can piovide authentication and encryption in its communications with 
bosh the client machine and die receiving agency computer. The web server also provides n form 
to the client machine and can iiii in thai form based upon information stored on the web server. 
The web server has a docketing function in that it automatically updates docketing information. 
Furthermore, the web serve; ;dso transacts a financial transaction with the receiving agency 
server on behalf of the client. The fact that these functions can arguably be found in the prior art 
docs not cure the fact that the combination of Takano and Brown do nor disclose the 
combination of limitations recited in the claims. The rejection of claims I and 14-1? as being 
unpatentable over Takano in view of Brown was in error and should be reversed. 

C The rejection of claims 3 1 and 32 under 35 U.S.C. i 03(a) as being unpatentable 
over Takano and further in view oi'Daleen et a!., U S. Patent No. 6.443,722 
("Da lean') is in error and should be reversed 

The Fxaminer repeats his errors, as set forth above, with respect to Takano. For 
example, Takano does not teach a web server that set ves as an interface between a client 
machine and a receiving agency computer as -ceded in the claim. Takano also does not describe 
a web server interface which makes a payment, on behalf of a client machine, nor a system where 
a receiving agency computer is communicating with a web server as if it were communicating 
directly with the client .machine. 

Daken does not cure the deficiencies of Takano with respect to the missing 
elements. Oaken docs not show » receiving agency server as asserted by the Examiner lei alone 
an intermediary web server that serves as an interface to a receiving agency server. Furthermore, 
there is no description or suggestion in Baleen of an intermediate web server conducting a 
financial transaction with a receiving agency server on behalf oi a client machine. Baleen also 
does not teach the automatic tilling of electronic documents. For at least the foregoing reasons, 
die teieetkms id i hum ~> * 1 and 3C m being unpatentable over Takano in view of Daken is also 
in <-no? and should be reversed. 
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IV. CONCLUSION 
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